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DETAILED ACTION 

This Action is in response to the amendment filed 6/27/201 1. No claims have been 
amended, added, or cancelled. Thus, claims 27 and 29 are currently pending in the instant 
application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over McNair (US 
D233,703) in view of York (US 6,241,696) and Ferrier (US 2,806,470). 

Regarding claim 27, McNair discloses a hand-held self-contained massaging device for 
body massage, the device comprising: a lower portion forming a hand grip (i.e., the top portion 
seen in Figure 3) that bottom part of the hand grip being convex (see Figure 3); an upper portion 
forming a unitary arched dome structure (i.e., the bottom part seem in Figure 3) connected to the 
upper surface of the hand grip, wherein the arched dome member is gradually arched yet 
sufficiently flattened in nature so as to permit maximum contact with the body receiving the 
massage from the device (see Figures 2 and 3); and rounded side portions (see Figures 2 and 3) 
located at each end of the arched dome member; wherein the overall shape of the massaging 
device is of generally isosceles trapezoid shape (see Figure 3). 
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From the figures of McNair it appears as though the arched dome member is slightly 
longer than the hand grip (i.e., the slot where fingers are inserted). However, to the extent that 
the length is unclear and not verbally discussed in McNair, examiner cites York as teaching a 
similar hand-held massager that has a lower portion hand grip (3) and an upper portion arched 
dome member (la), the arched dome member having a longer length than the hand grip (see 
Figure 2) and having a generally isosceles trapezoid shape overall. Therefore, it would have been 
obvious to one of ordinaiy skill in the art at the time the invention was made to have modified 
the dimensions of McNair to have an arched dome member that is longer than the hand grip as 
taught by York in order to provide a larger massage surface area. Such a modification would 
appear to involve a mere change in dimension that does not patentably distinguish an invention 
over the prior art. 

McNair lacks finger rings (i.e., McNair discloses a single slot for fingers). However, 
finger rings are well known in the art for allowing a user to grasp a manual massaging instrument 
as demonstrated by Ferrier (see Figure 3). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have replaced the finger slot of 
McNair with finger rings as taught by Ferrier in order to provide a better gripping area that 
would also help more with lateral pressure. Such a modification appears to involve the mere 
substitution of one well known finger grip means for another to produce predictable results that 
do not patentably distinguish an invention over the prior art and would have been obvious to try 
from three possible ways of allowing a user to get their fingers in the grip (i.e., one large slot as 
seen in McNair, notches as seen in York, or rings as seen in Ferrier). 
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The modified device is also silent as to the number of finger rings being four. However, 
York shows four finger notches because in such massager grips (i.e., those having slots for 
gripping) it is well known to insert the four fingers while having the thumb lie on the outside of 
the deivce (see Figure 7 of York). Thus it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have four finger rings in the modified McNair device 
(in place of the four finger "notches") in order to allow the four digits of a hand to be placed in 
the grip with the thumb on the outside as is common practice and well known in the art. There is 
nothing structurally in McNair preventing such a modification and McNair would perform 
equally well with four finger rings. Motivation for using finger rings can also come from the 
possibility that finger rings will allow even more force to be applied with the massager or better 
control particularly when moving the device laterally, for example. 

Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over McNair (US 
D233,703) in view of York (US 6,241,696), Ferrier (US 2,806,470), and Back (US D408,543). 

Regarding claim 29, McNair discloses a hand-held self-contained massaging device for 
body massage, the device comprising: a lower portion forming a hand grip (i.e., the top portion 
seen in Figure 3); an upper portion forming a unitary arched dome structure (i.e., the bottom part 
seem in Figure 3) connected to the upper surface of the hand grip, wherein the arched dome 
member is gradually arched yet sufficiently flattened in nature so as to permit maximum contact 
with the body receiving the massage from the device (see Figures 2 and 3); and rounded side 
portions (see Figures 2 and 3) located at each end of the arched dome member; wherein the 
overall shape of the massaging device is of generally isosceles trapezoid shape (see Figure 3). 
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From the figures of McNair it appears as though the arched dome member is slightly 
longer than the hand grip (i.e., the slot where fingers are inserted). However, to the extent that 
the length is unclear and not verbally discussed in McNair, examiner cites York as teaching a 
similar hand-held massager that has a lower portion hand grip (3) and an upper portion arched 
dome member (la), the arched dome member having a longer length than the hand grip (see 
Figure 2) and having a generally isosceles trapezoid shape overall. Therefore, it would have been 
obvious to one of ordinaiy skill in the art at the time the invention was made to have modified 
the dimensions of McNair to have an arched dome member that is longer than the hand grip as 
taught by York in order to provide a larger massage surface area. Such a modification would 
appear to involve a mere change in dimension that does not patentably distinguish an invention 
over the prior art. 

McNair lacks finger rings (i.e., McNair discloses a single slot for fingers). However, 
finger rings are well known in the art for allowing a user to grasp a manual massaging instrument 
as demonstrated by Ferrier (see Figure 3). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have replaced the finger slot of 
McNair with finger rings as taught by Ferrier in order to provide a better gripping area that 
would also help more with lateral pressure. Such a modification appears to involve the mere 
substitution of one well known finger grip means for another to produce predictable results that 
do not patentably distinguish an invention over the prior art and would have been obvious to try 
from three possible ways of allowing a user to get their fingers in the grip (i.e., one large slot as 
seen in McNair, notches as seen in York, or rings as seen in Ferrier). 
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The modified device is also silent as to the number of finger rings being four. However, 
York shows four finger notches because in such massager grips (i.e., those having slots for 
gripping) it is well known to insert the four fingers while having the thumb lie on the outside of 
the deivce (see Figure 7 of York). Thus it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have four finger rings in the modified McNair device 
(in place of the four finger "notches") in order to allow the four digits of a hand to be placed in 
the grip with the thumb on the outside as is common practice and well known in the art. There is 
nothing structurally in McNair preventing such a modification and McNair would perform 
equally well with four finger rings. Motivation for using finger rings can also come from the 
possibility that finger rings will allow even more force to be applied with the massager or better 
control particularly when moving the device laterally, for example. 

The bottom part of the hand grip of McNair is convex and thus McNair also lacks a 
concave bottom part. However, Back discloses a hand-held massager with a hand grip having a 
concave bottom part (see Figure 7). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have made the bottom part of McNair' s 
hand grip concave as taught by Back in order to increase comfort for a user pushing on the grip, 
for example. 

Response to Arguments 

Applicant's arguments filed 6/27/201 1 have been fully considered but they are not 
persuasive. 
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In response to applicant's argument that McNair is rounded and thus does not function to 
provide "maximum contact with the body," examiner respectfully notes that the terms 
"gradually" arched yet "sufficiently" flattened... to permit "maximum" contact with the body are 
relative terms without a clear definition in the specification. There appears to be no way to 
measure what counts as "gradually arched yet sufficiently flattened" to read on the instant claims 
and it is not apparent what the "maximum" contact is compared against because a single 
dimension/shape of the dome member would provide various contact with the body depending 
on how hard the device was pushed (i.e., if pushed hard into a large fatty tissue area the dome 
member would "dig in" and be completely covered with body tissue but if pressed lightly or 
against a smaller or firmer area not as much of the dome member would touch body tissue, for 
example). Also, the amount of "slip" that happens when used for various types of massages 
would depend on material properties and frictional coefficients, not just the shape of the dome 
member. To elaborate further as discussed in the previous action, McNair teaches the structure of 
the instant invention as claimed. The limitation of the dome being arched yet sufficiently 
flattened is a relative term that does not have a set geometry. As seen in Figures 2-3 of McNair, 
the dome member has a large enough diameter (Figure 2) and ovoid shape (Figure 3) that the 
arch is somewhat flattened in a way that would provide "maximum contact" with the body and 
not point massage for example. Comparing with Figure 5 of the instant application, clearly there 
are areas on the instant invention that do not contact the dome member in the same manner as the 
McNair reference, and "maximum contact" is possible with both devices as designed. Therefore, 
it is the examiner's position that McNair is in fact gradually arched yet sufficiently flattened (see 
Figures 2 and 3) to allow maximum contact also depending on factors such as frictional 
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coefficients, body location being used and firmness of applied pressure in the same manner as 
the instant invention. Furthermore, regardless of intended use, as long as the prior art is fully 
capable of performing the intended function of the instant invention, which McNair is, then the 
device reads on the instant claims. 

Applicant's arguments specifically regarding effleurage or perissage massage are also 
moot because these limitations are not found in the instant claims. However, as noted above, the 
modified McNair device is fully capable of performing these types of massages if the user chose 
to move the device in such a manner. 

In response to applicant's argument that there is no reason to combine McNair and York, 
examiner respectfully maintains that both devices are hand-manipulated massagers and that one 
of ordinary skill in the art would look to all types of hand manipulated massagers when 
designing a new one. York is cited merely to show a similar well known general shape. The fact 
that McNair includes an electrical component is not dispositive when determining if there is 
reason to combine the references nor is the electrical component affected by a slight change in 
shape. York teaches a similar hand held massager that has a body similaly shaed to that instantly 
claimed and taught by McNair. Motivation to combine the main body portion of York with 
McNair can simply be to have a more comfortable grip, a more compact design to save space, 
and an even larger surface area for massage. There is nothing structurally in McNair preventing a 
change in shape and it appears as though McNair would work equally well with such a 
modification. The proposed modification is a mere change in shape without a change in function 
that does not patentably distinguish an invention over the prior art. Likewise, the fact that York 
includes rollers is not disposative when determining if there is motivation to combine the 
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references because only the large dome member is being modified. The entire dome member is 
not covered by rollers in York, and examiner is merely suggesting that it would have been 
obvious to increase the length of the dome member as compared to the gripping area (if 
necessary to read on the claim language, which examiner does not conceed) or to even further 
flatten the dome member as taught by York (again if necessary to read on the claim language, 
which examiner does not conceed) to provide an larger massaging contact area, for example. 
Mere changes in dimension do not patentably distinguish an invention over the prior art. 

In response to applicant's arguments involving Ferrier, examiner again notes that Ferrier 
is directed to a hand- manipulated massager and thus one of ordinary skill in the art could be 
expected to look to all sorts of hand-manipulated massagers when designing another one. Ferrier 
shows individual finger rings for providing a good grip on the device. A good grip is also a 
desired feature when using other hand-manipulated massagers and as such, examiner respectfully 
maintains that replacing the finger slot with four notches in the modified McNair device with 
four finger rings would have been an obvious design consideration to one of ordinary skill in the 
art as use of one well known gripping means for another in a well known device and/or obvious 
to try from a finite number of possible gripping means in the McNair device. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
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170 USPQ 209 (CCPA 1971). Here, as discussed above, there is motivation to combine McNair 
and York in order to provide an even larger massage surface and there is motivation to combine 
Ferrier to provide a more secure grip as is well known in the art. Neither of these motivations 
requires examination of the instant specification for a conclusion of obviousness. 

In response to applicant's arguments regarding Back, examiner respectfully disagrees that 
the "pistol grip" of Back cannot be considered concave. As seen in Figure 1, the top of the 
handle portion clearly has a concave component as opposed to a convex component. Again, Back 
is directed to another hand- manipulated massager and as such one of ordinary skill in the art 
could be expected to look to it when designing another hand-manipulated massager. Such a grip 
in the McNair device might provide more comfort for a user by more closely matching the 
contours of the hand changing the shape of the top of McNair's grip to that seen in Back involves 
the mere substitution of one well known gripping means for another in a well known device to 
yield predictable results that do not patentably distinguish an invention over the prior art. 
Furthermore, there is nothing structurally in McNair limiting the use of any well known gripping 
means in the device and it appears as though the device would work equally well with any well 
known gripping means. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KRISTEN C. MATTER whose telephone number is (571)272- 
5270. The examiner can normally be reached on Monday - Friday 9-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571) 272-4835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kristen C. Matter/ 
Examiner, Art Unit 377 1 



